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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including tlie fee set 
fortli in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
12/05/2008 has been entered. 

Response to Amendment 
Amendment received on 12/05/2008 is acknowledged and entered. Claims 7-13, 
15-41 have been previously canceled. Claims 1, 2 and 14 have been amended. Claims 
1-6, 14 and 42 are currently pending in the application. 

Examiner brings applicant's attention that amended claims 1 , 2 and 14, and claim 
42, appears to be an exact copy of the amended claims introduced in the Amendment 
of 02/21/2008, and contain same status identifier and text markings. Claim 42, which is 
identified as "New", was introduced in amendment of 02/21/2008, and is not "New" any 
more. In accordance with Revised Amendment Practice 37 CFR § 1 .121 there are 
seven permissible status identifiers: 



1. 


(Original) 


2. 


(Currently amended) 


3. 


(Canceled) 


4. 


(Withdrawn) 


5. 


(Previously presented) 


6. 


(New) 


7. 


(Not entered) 
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Furthermore, the unchanged claim 42 has incorrect underlining. 
37 CFR§ 1.121(c) states: 

(2) ^V/i^n cLnff} rcrt nrth f}>. ' {r,u r w_i>iircii AO clasnN heme cisn-eiitK' 
amended m an a:ne!id!"ent p^-poi ^'la presented iiuhe chnn listing 
indicate a NrarN .^1 c iren' n r er vied ' and '^^e Mj)niitted vWti: niarknigs to 
indicate rhe ciiaiiges riK.t ki\ e jeen nitde relative ro the miinediate prior 
vei^sion of the ciainis The te?d: of any added sii^ject matter niiM be show nb> 
miderkiing tlie added text Tl^ text of any deleted matter niu-t he ^hown b> 
strike -tliroLigh except tliat doiible blacket^ placed bef-^re and atter the 
deleted ciiaracter:> may be iised to siiow deletion of 1i^e or fewer co:iseciiti\e 
cliaracters. Hie text of aii^ deleted subject matter must be shown by being 
placed witim double brackets if stiike-throiigli camot be easily percei\^ed. 
Only chhm ha\'Eig tiie static of "currentiy aiiiended," or 'Svifhdravm" if also 
beii^ amended, sliaM Include markings. If a witlidraw claim is currently 
amended, its statas in tiie clairn listir^ may be identified as "withdrawn — 
current^' amended." 

(3) Wlten claim text m clean version is requwed. TIk text of al pending 
claiim not being cnrrentfy aiiendbd sliallbe presented in tlis ckiin listing in 
clean version, le., witlK>iit aiwiiBrkir^ intlie presentation of text. The 
presentation of a clean version of an\' ckinihavii^ tlie status of "ordinal," 
"withdrawn" or '^previously presented" wil coi^titute an assertion tlet it has 
not been clMnged relative to tlie iniiiediate prior version, except to oiiiit 
markings tiiat may have been present in tiie imiiEdiiite prior version of tlK 
claims of tiie status of 'witMrawn'' or "pre\ioi]sfy presented." Any ckim 
added by ameiKimsnt must be indicated witii tiie status of "new'' and 
presented in clean versbn, i.e., v^itliout anj-' underSnir^. 



To avoid a notice of non-responsive amendment, Applicant is advised to use a 
proper status identifier and present claims in a proper format. 
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Examiner's statement 

Amended independent Claim 1 is directed to an invention tliat is independent or 
distinct from the invention originally claimed for the following reasons: 

A. Claims 1 -6 and 42 drawn to a drawn to a method for injecting gas in an 
underground formation, classified in class 405, subclass 53. 

B. Claim 14 drawn to a drawn to an apparatus for trading in gas, classified in 
class 705, subclass 37. 

Inventions A and B are related as subcombinations disclosed as usable together in a 
single combination. The subcombinations are distinct from each other if they are shown to 
be separately usable. In the instant case, invention A has utility separate from that of 
inventions B such as using an underground earth formation for gas storage. See MPEP § 
806.05(d). 

Because these inventions are distinct for the reasons given above and have acquired 
a separate status in the art as shown by their different classification, or patentability 
requirements, restriction for examination purposes as indicated is proper. 

Since applicant has received an action on the merits for the originally presented 
invention (trading in gas), this invention has been constructively elected by original 
presentation for prosecution on the merits. Accordingly, claims 1-6 and 42 are 
withdrawn from consideration as being directed to a non-elected invention. See 37 CFR 
1.142(b) and MPEP §821 .03. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 
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Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kennelley et al. (US 6,298,671 B1) in view of in view of Bishop (US 5,129,759) and 
further in view of Gamier (US 1,679,417). 

Claim 14. Kennelley et al. teaches a system for storing natural gas in subterranean 
formation and delivering the gas to a marketplace, comprising: 

at least one low pressure underground salt formation storage facility operating in the 
pressure range of 200-2500 psi (C. 4, L. 11-17; C. 5, L. 6); 

a natural gas pipeline connected with the at least one storage facility having natural 
gas therein (Fig. 1 ; C. 4, L. 18-25) 

a trading system operable for making trades related to gas (suggests short trading) 
(C. 4, L. 55-56); 

wherein the use of a computer is old and well known in the art for the benefit of saving 
time and avoiding possible human mistakes. 

While Kennelley et al. teaches storing gas in the subterranean formation, 
Kennelley et al. does not specifically teach that said subterranean formation includes a 
salt formation. Also, Kennelley does not teach that the natural gas is caused to be 
injected into, and drawn from said storage facility through the same pipe. 

Bishop teaches a method and system for storing natural gas in subterranean 
formation, wherein said formation is a salt formation (Abstract). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Kennelley et al. to include that said subterranean formation 
includes a salt formation, as disclosed in Bishop, because it would advantageously allow to 
utilize subterranean formation of various types, thereby enhance the versatility of the system. 

Garnier teaches a gas pumping apparatus, wherein the gas is injected into, and 
drawn from an underground storage facility through the same pipe (Fig 1). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Kennelley et al. and Bishop to include that said natural gas is 
caused to be injected into, and drawn from said storage facility through the same pipe, as 
disclosed in Garnier, because it would advantageously allow to save funds. Furthermore, in 
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this case, each of the elements of the cited references combined by the Examiner performs 
the same function when combined as it does in the prior art. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to include that said 
subterranean formation includes a salt formation, as disclosed in Bishop in the system of 
Kennelley et a!., and to include that said natural gas is caused to be injected into, and drawn 
from said storage facility through the same pipe, as disclosed in Gamier, since the claimed 
invention is merely a combination of old elements, and in the combination each element 
merely would have performed the same function as it did separately, and one of ordinary skill 
in the art would have recognized that the results of the combination were predictable. Thus, 
such a combination would have yielded predictable results. See Sakraida, 425 U.S. at 282, 
1 89 USPQ at 453. Therefore, Supreme Court Decision in KSR International Co. v. TeleHex 
Inc. (KSR, 82 USPQ2d at 1396) forecloses the argument that a specific teaching, suggestion, 
or motivation is required to support a finding of obviousness. See the recent Board decision 
Ex arte Smith, -USPQ2d-, slip op. at 20, (Bd. Pat. App. & Interi'. June 25, 2007). Also, the 
combination does not specifically teach a computer system operable for controlling gas flow 
into and out of said storage facility. It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to modify the combination to include the use of a 
computer, since it has been held that broadly providing a mechanical or automatic means to 
replace manual activity which has accomplished the same result involves only routine skill in 
the art. In re Venner, 120 USPQ 192. 

Response to Arguments 

Applicant's arguments filed 02/21/2008 have been fully considered but they are not 

persuasive. 

In response to applicant's argument that neither Kennelley et al. nor Bishop, alone or 
in combination, teach or suggest a single pipeline for both introducing gas into a shallow 
depth underground salt formation storage facilities and removing gas from a shallow depth 
underground salt formation storage facilities, it is noted that Garner was applied for this 
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feature. Specifically, Gamer discloses an arrangement for storing natural gas in underground 
formation wherein a single pipe is utilized for injecting the gas into and drawing the gas from 
said cavern (See the discussion above). 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by combining 
or modifying the teachings of the prior art to produce the claimed invention where there is 
some teaching, suggestion, or motivation to do so found either in the references themselves 
or in the knowledge generally available to one of ordinary skill in the art. See In re Fine, 837 
F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 
USPQ2d 1941 (Fed. Cir. 1992). In this case, all references disclose storing fluid in 
underground formations. The motivation to combine the references would be allowing to 
utilize subterranean formation of various types, thereby enhance the versatility of the system, 
and saving funds by utilizing the same pipe. Furthermore, in this case, each of the elements 
of the cited references combined by the Examiner performs the same function when 
combined as it does in the prior art. Thus, such a combination would have yielded predictable 
results. See Sakraida, 425 U.S. at 282, 189 USPQ at 453. Therefore, Supreme Court 
Decision in KSR International Co. v. Teleflex Inc. (KSR, 82 USPQ2d at 1396) forecloses the 
argument that a specific teaching, suggestion, or motivation is required to support a finding of 
obviousness. See the recent Board decision Ex arte Smith, -USPQ2d-, slip op. at 20, (Bd. 
Pat. App. & Interf. June 25, 2007). 

In response to applicant's argument that the prior art of record fails to disclose a 

computer system for controlling the gas flow, it is noted that it would be obvious to modify the 
combination to introduce the computer for controlling operation of the facility since it has been 
held that broadly providing a mechanical or automatic means to replace manual activity 
which has accomplished the same result involves only routine skill in the art. In re Venner, 
120 USPQ 192. 
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Conclusion 

Any inquiry concerning tliis communication or earlier communications from the 
examiner sliould be directed to Igor Borissov whose telephone number is 571-272-6801 . If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
John W. Hayes can be reached on 571-272-6708. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private PAIR only. For more information about 
the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to 
the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). 

/Igor N. Borissov/ 

Primary Examiner, Art Unit 3628 

01/13/2009 



